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DETAILED ACTION 

Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1.17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on June 9, 
2008 has been entered. 

Status of Claims 

2. Claims 1-4 are currently under examination wherein claims 1 and 2 have been 
amended in applicants' amendment filed on June 9, 2008. 

Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

3. Claims 1 -4 are rejected under 35 U.S.C. 1 03(a) as being unpatentable over JP 
('162) in view of Dautzenberg et al. (US 5,628,046). 

With respect to claims 1-4, JP ('162) discloses a wear resistant bearing for motor 
fuel pump comprising a Cu-based sintered body of compacted powders having a 
composition in weight of 1-8% graphite, 0.1-0.9% P and 20-40% Ni and having a 
porosity of 5-25% (abstract). The content ranges of graphite, P and Ni in the Cu-based 
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sintered body of JP ('162) overlap the claimed respective content ranges (1-5% 
graphite, 0.1-0.9% P and 17.6-25.2% Ni) and the porosity of the Cu-based sintered 
body of JP ('162) also overlaps the claimed porosity. A prima facie case of obviousness 
exists. See MPEP 2144.05 I. It would have been obvious to one of ordinary skill in the 
art at the time the invention was made to select the claimed ranges within the disclosed 
ranges of JP ('162) with expected success, because JP ('162) discloses the same utility 
over the entire disclosed ranges. 

JP ('162) further discloses that Cu-Ni alloy powder containing different 
percentages of Ni, Cu-P alloy powder containing 33% of P and graphite powder were 
blended to make green compacts (paragraph [0010], translation). JP ('162) does not 
specify the content of Ni in the Cu-Ni alloy powder, the content of Cu-P alloy in the 
powder mixture as claimed and the P content in the Cu-P alloy powder disclosed in the 
embodiment of JP ('1 62) is higher than the claimed content in the instant claims 1 and 
2. However, it is well held that discovering an optimum value of a result-effective 
variable involves only routine skill in the art. In re Boesch, 617, F.2d 272, 205 USPQ 
215 (CCPA 1980). In the instant case, the content of Ni in the Cu-Ni alloy, the content of 
Cu-P alloy in the powder mixture and the content of P in the Cu-P alloy are result- 
effective variables, because they would directly affect the final contents of Ni and P in 
the Cu-based sintered body of JP ('162), which would in turn directly affect the corrosion 
resistance and abrasion resistance respectively of the Cu-based sintered body of JP 
('162) as disclosed by JP ('162) (paragraphs [0006 and [0007], translation). Therefore it 
would have been obvious to one skilled in the art to have optimized the content of Ni in 
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the Cu-Ni alloy and the content of P in the Cu-P alloy in the Cu-based sintered body of 
JP ('162) in order to achieve desired corrosion and abrasion resistances of the Cu- 
based sintered ring body. See MPEP 2144.05 II. 

JP ('162) further discloses that the blended base powders are press-formed into 
a green compact under a pressure between 150-300 MPa and the green compact is 
sintered into a sintered body (paragraph [0010], translation). The highest pressure of JP 
('162) is close to the lowest pressure as claimed in the instant claims 1 and 2. One of 
ordinary skill in the art would expect similar properties of the green compacts of JP 
('162) and the instant invention. A prima facie case of obviousness exists. See MPEP 
2144.05 I. 

JP ('162) does not disclose that the sintered body is sized within the range of 400 
to 500 MPa as claimed in the instant claims 1 and 2. Dautzenberg et al. ('046) discloses 
sizing sintered articles for smoothing the roughness without specifying the pressure 
range (col. 4, lines 12-15). However, as discussed in the paragraph above, the pressure 
is also a result-effective variable, because it would directly affect the smoothness of the 
surface as disclosed by Dautzenberg et al. ('046) (col. 4, lines 12-15). Therefore, it 
would have been obvious to one skilled in the art to have optimized the pressure of the 
sizing of Dautzenberg et al. ('046) in order to achieve desired smoothness of the 
surface. See MPEP 2144.05 II. It would have been obvious to one of ordinary skill in the 
art at the time the invention was made to size the sintered body of JP ('1 62) as 
disclosed by Dautzenberg et al. ('046) in order to improve surface quality and 
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dimensional stability of the sintered body of JP ('162) as disclosed by Dautzenberg et al. 
('046) (col. 4, lines 12-15). 

JP ('162) further discloses a process for making the wear resistant bearing which 
is substantially identical to the process as disclosed in the instant disclosure (paragraph 
[0010], translation). 

JP ('162) does not specify the structure features of the Cu-based sintered body 
as claimed in the instant claim 4. However, it has been well held where the claimed and 
prior art products are identical or substantially identical in structure or composition, or 
are produced by identical or substantially identical processes, a prima facie case of 
either anticipation or obviousness has been established. In re Best, 562 F.2d 1252, 
1255, 195 USPQ 430, 433 (CCPA 1977), MPEP 2112.01 [R-3] I. In the instant case, the 
claimed and JP ('162)'s wear resistant bearings are identical or substantially identical in 
composition and are produced by identical or substantially identical processes, 
therefore a prima facie case of obviousness exists. The same distributions of pores, P 
components and free graphite would be expected in the Cu-based sintered body of JP 
('162) as in the claimed Cu-based sintered body. 

Response to Arguments 
4. The applicant's arguments filed on June 4, 2008 have been fully considered but 
they are not persuasive. 

First, the applicant argues that neither JP ('162) nor Dautzenberg et al. ('046) 
teaches the molding pressure as claimed; it is the specific choice of the pressures that 
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provide some of the advantages of the instant invention. In response, see the reason for 
the rejection of the claimed molding pressure limitation in the paragraph above. 

Second, the applicant argues that Dautzenberg et al. ('046) is silent on the 
molding pressure. In response, the examiner notes the ground of rejection of the 
molding pressure limitation relies on the teaching of JP ('162) instead of that of 
Dautzenberg et al. ('046). 

Third, the applicant argues that the combination of JP ('1 62) and Dautzenberg et 
al. ('046) is improper because their sintering temperatures are outside of each other's 
ranges. In response, the examiner notes that Dautzenberg et al. ('046) has been applied 
only to meet the claimed sizing limitations. The combination of Dautzenberg et al. ('046) 
with JP ('162) with a proper motivation as stated above renders the sizing limitations of 
the instant application obvious to one of ordinary skill in the art. An overlapping in the 
sintering temperatures of JP ('162) and Dautzenberg et al. ('046) is not required for the 
combination. 

Fourth, the applicant argues that Dautzenberg et al. ('046) teaches away from 
the formation of a sintered body with pores dispersed therein as recited in the instant 
claims; the sizing step of Dautzenberg et al. ('046) would result in deformation of the 
surface of the very dense component parts and would take part in further decreasing 
the pores to the described "extremely small pore volume" ; and it would have not been 
obvious in view of Dautzenberg et al. ('046) to produce a bearing with a porosity 
between 8 and 18% as claimed in the instant claims 1 and 3. In response, the examiner 
notes that it is well held that mere disclosure of alternative designs does not teach 
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away. See In re Fulton, 391 F. 3d 1195, 1201, 73 USPQ2d 1141, 1146 (Fed. Cir. 2004). 
The ground of rejection of the porosity limitation relies on the teaching of JP ('162) as 
stated above instead of that of Dautzenberg et al. ('046). The porosity range of JP ('162) 
of 5-25% (abstract) overlaps the claimed range of 8-18%, establishing a prima facie 
case of obviousness. Dautzenberg et al. ('046) has been applied only to meet the 
claimed sizing limitations. The combination of Dautzenberg et al. ('046) with JP ('162) 
with a proper motivation as stated above renders the porosity, sizing and other claim 
limitations of the instant application obvious to one of ordinary skill in the art. 

Conclusion 

5. This Office action is made non-final. Any inquiry concerning this communication 
or earlier communications from the examiner should be directed to Weiping Zhu whose 
telephone number is 571-272-6725. The examiner can normally be reached on 8:30- 
16:30 Monday to Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Roy King can be reached on 571-272-1244. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Roy King/ 

Supervisory Patent Examiner, Art 
Unit 1793 
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